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DETAILED ACTION 

Response to Arguments 

1 . Applicant's arguments filed in the amendment on 7/6/04 have been fully considered but 
they are not persuasive. 

Specification 

2. The title of the invention is not descriptive. A new title is required that is clearly 
indicative of the invention to which the claims are directed. 

Claim Rejections - 35 USC §102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 2 1 (2) of such treaty in the English language. 

4. Claims 10, 11, and 13, 15 - 17 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Ishikawa, US 5,946,028. 

In regard to claim 10, Ishikawa, US 5,946,028, discloses a digital camera 
comprising: 
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an image sensor (see figure 2, element 8) disposed at a position at which 
an image is to be formed by a taking lens (see figure 2, element 7); and 

an optical element (see figure 1, element 4) movable between an advanced 
position intersecting at an inclination the optical path from the taking lens to said 
image sensor, and a retracted position removed from the optical path (quick return 
mirror: see column 3, lines 35- 40), 

wherein said digital camera is controllable under a first photographic 
mode (viewing) wherein said optical element is set at the advanced position for 
photography (It is inherent that the optical element can be used for photography to 
view the item and photograph but it is not required. Stating the manner in which 
a claimed apparatus is intended to be used does not distinguish the claimed 
apparatus from the prior art), and a second photographic mode (image capture) 
wherein said optical element is set at the retracted position for photography (It is 
inherent that the optical element can be used for photography to view the item and 
photograph but it is not required. Stating the manner in which a claimed 
apparatus is intended to be used does not distinguish the claimed apparatus from 
the prior art), and the optical path lengths from the taking lens to said image 
sensor are equalized in the first photographic mode and the second photographic 
mode by moving the taking lens in a direction along the optical axis of the taking 
lens (see column 1, lines 62-65). 

It is well known and old in the art that a quick return mirror is rotated into 
advanced position in the optical path, when in viewing mode, and when the camera is in 



Application/Control Number: 09/669, 1 1 8 Page 4 

Art Unit: 2615 

image capture mode, the mirror is rotated up out of the optical path to a raised position as 
explained in the applicant's background describing a SLR type digital camera (see page 
3, lines 4-15). When the mirror is lowered in Ishikawa's camera, the lens can be moved 
to adjust the focus. 

In regard to claim 1 1, Ishikawa, US 5,946,028, discloses a digital camera 
according to claim 10, wherein said optical element is at least a single element for 
photography (see figure 1, element 4 and column 3, lines 35-40). 

In regard to claim 13, Ishikawa, US 5,946,028, discloses a digital camera 
according to claim 10, wherein said optical element (quick return mirror) is moved 
between the advanced position and the retracted position by rotation (see column 3, lines 
35-40). 

A quick return mirror as defined by the applicant "is retracted from the optical 
path by rotation. . .the mirror is controllably returned onto the optical path directly after 
photography" (see page 3, lines 4-15). 

In regard to claim 15, Ishikawa, US 5,946,028, discloses a digital camera 
according to claim 10, wherein said image sensor is movable between a first position (out 
of focus) and a second position (focused), and said image sensor is positioned in the first 
position when said optical element is in the retracted position and positioned in the 
second position when said optical element is in the advanced position, wherein the 
second position with said optical element intersecting the optical path and the first 
position without said optical element are optically equivalent with each other (see column 
3 line 61 to column 4, line 9). 
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The camera disclosed by Ishikawa, US 5,946,028, has an image sensor and lens 
that can be moved together or independently from an out-of-focus position to an in-focus 
position. The examiner reads the Ishikawa, US 5,946,028, as implying that when the 
mirror is in the raised position for image capture mode, the lens is at the first position. 
When the quick return mirror is lowered into the optical path, the lens is moved to a 
second position to adjust the focus for the next image capture. 

In regard to claims 16 and 17, Ishikawa, US 5,946,028, discloses a digital camera 
according to claim 15, wherein the first position and the second position are set so as to 
equalize the optical path length from the taking lens (see column 1, lines 63-65) and 
directly to said image sensor and to equalize the imaging position of an image formed by 
the taking lens directly on said image sensor (see column 5, lines 45-52) when said 
optical element is set at the retracted position, and the optical path length from the taking 
lens through said optical element to said image sensor when said optical element is set at 
the advanced position. 

The lens and the image sensor are moved together an equal distance from the first 
position to the second position, keeping the optical path length equalized. A computer 
can adjust the lens and image sensor independently in order to equalize the imaging 
position. 

5. Claims 1, 2, 8, and 18-20 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Maruyama, US 6,421,506, 

In regard to claim 1, Maruyama, US 6,421,506, discloses a digital camera (see 
figure 1) comprising: 



Application/Control Number: 09/669, 1 1 8 Page 6 

Art Unit: 2615 

an image sensor (see figure 1, element 17) disposed at a position at which 
an image is to be formed by a taking lens (see column 10 5 lines 35-51); 

a recorder (see figure 1, element 30) for recording on a recording medium 
an image sensed by said image sensor in accordance with recording instructions 
(see column 10, lines 47-51); 

a semitransparent mirror (see figure 1, element 4) which rotates about an 
axis in a direction perpendicular to the optical axis of the taking lens so as to 
move between an advanced position intersecting at an inclination the optical path 
from the taking lens to the image sensor for photographing in a first photographic 
mode (see column 7, lines 26-36: Stating the manner in which a claimed 
apparatus is intended to be used, as in "for photographing", does not distinguish 
the claimed apparatus from the prior art), and a retracted position removed from 
the optical path for photographing in a second photographing mode (see column 
8, lines 8-19: Stating the manner in which a claimed apparatus is intended to be 
used, as in u for photographing", does not distinguish the claimed apparatus from 
the prior art); and 

an optical finder (see figure 1, element 11, 12, and 13) providing an image 
by directing the light reflected by said semitransparent mirror set at the advanced 
position from the taking lens to the eye of a user (see column 9, lines 1-15). 
In regard to claim 2, Maruyama, US 6,421,506, discloses a digital camera 

according to claim 1, wherein said semitransparent mirror is a quick return mirror (see 

column 6, line 65 to column 7, line 4). 
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In regard to claim 8, Maruyama, US 6,421,506, discloses a digital camera 
according to claim 1 further comprising a display (see figure 1, element 34) for 
displaying an image sensed by said image sensor (see column 6, lines 8-12). 

In regard to claim 18, Maruyama, US 6,421,506 discloses a digital camera 
comprising: 

an image sensor (see figure 1, element 17) disposed at a position at which an 
image is to be formed by a taking lens (see column 10, lines 35-51); 

a recorder (see figure 1, element 30) for recording on a recording medium the 
image sensed by said image sensor in accordance with recording instructions (see column 
10, lines 47-51); 

a semitransparent mirror (see figure 1, element 4) which rotates about an axis in a 
direction perpendicular to the optical axis of the taking lens so as to move between an 
advanced position intersecting at an inclination the optical path from the taking lens to 
the image sensor and a retracted position removed from the optical path (see column 6, 
line 65 to column 7, line 4); 

an optical finder (see figure 1, element 11, 12, and 13) providing an image by 
directing the light reflected by said semitransparent minor at the advanced position from 
the taking lens to the eye of a user (see column 9, lines 1-15); and 

a display portion (see figure 1, element 34) which displays the image sensed by 
said image sensor, said display option displaying the image which is formed at the image 
sensor with the light transmitted through the semitransparent mirror at the advanced 
position from the taking lens (see column 6, lines 8-12). 
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In regard to claim 18, Maruyama, US 6,421,506 discloses the digital camera 
according to claim 18, wherein said image sensor is movable between a first position and 
a second position, and said image sensor is positioned in the first position when said 
semitransparent mirror is in the retracted position (see column 8, lines 8-19) and 
positioned in the second position when said semitransparent mirror is in the advanced 
position (see column 7, lines 26-36), wherein the second position with said 
semitransparent mirror intersecting the optical path and the first position without said 
mirror are optically equivalent with each other (see column 9, lines 1-21 : The optical 
path is equivalent because the image viewed in the optical finder is the same as that 
which is capture on the recording medium. 

In regard to claim 18, Maruyama, US 6,421,506 discloses a digital camera 
comprising: 

an image sensor (see figure 1, element 17) disposed at a position at which 
an image is to be formed by a taking lens (see column 10, lines 35-5 1); and 

an optical element (see figure 1, element 4) movable between an advanced 
position intersecting at an inclination the optical path from the taking lens to said 
image sensor, and a retracted position removed from the optical path (see column 
6, line 65 to column 7, line 4), 

wherein said digital camera is controllable under a first photographic 
mode wherein said optical element is set at the advanced position for photography 
(see column 7, lines 26-67: In the first mode, the mirror is set in the forward 
position and the line sensor capture image to adjust the focus), and a second 
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photographic mode wherein said optical element is set at the retracted position for 
photography (see column 8, lines 1-49: In the second mode the mirror is retracted 
to capture the image on the film), and the optical path lengths from the taking lens 
to said image sensor are equalized in the first photographic mode and the second 
photographic mode by moving the image sensor (The optical path to the area 
sensor is the same for either mode). 



Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

7. Claims 3, 4, 5, and 6 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Maruyama, US 6,421,506, in view of Ishikawa, US 5,946,028. 

In regard to claim 3, Maruyama, US 6,421,506, discloses a digital camera 
according to claim 1 . The Maruyama reference lacks the limitation wherein; 

said image sensor is movable between a first position and a second 
position, and said image sensor is positioned in the first position when said 
semitransparent mirror is in the retracted position and positioned in the second 
position when said semitransparent mirror is in the advanced position, 
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wherein the second position with said semitransparent mirror intersecting 
the optical path and the first position without said mirror are optically equivalent 
with each other. 

Ishikawa, US 5,946,028, discloses a digital camera with an image sensor and lens 
that can be moved together or independently from an out-of-focus position to an in- focus 
position. The examiner reads the Ishikawa, US 5,946,028, as implying that when the 
quick return mirror is in the raised position for image capture mode, the lens is at the first 
position. When the quick return mirror is lowered into the optical path, the lens is moved 
to a second position to adjust the focus for the next image capture (see column 3 line 61 
to column 4, line 9). A computer can adjust the lens and image sensor independently in 
order to equalize the imaging position making them optically equivalent (see column 5, 
lines 45-52). 

In would have been obvious to a person skilled in the art, at the time of invention 
to modify Maruyama, US 6,421,506, in view of Ishikawa, US 5,946,028, to have: 

said image sensor is movable between a first position and a second 
position, and said image sensor is positioned in the first position when said 
semitransparent mirror is in the retracted position and positioned in the second 
position when said semitransparent mirror is in the advanced position, 

wherein the second position with said semitransparent mirror intersecting 
the optical path and the first position without said mirror are optically equivalent 
with each other, 
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in order to move the elements into an in-focus position as taught by 

Ishikawa (see column 3, line 61 to column 4, line 2). 

In regard to claim 4, Maruyama, US 6 3 421,506, in view of Ishikawa, US 
5,946,028, discloses a digital camera according to claim 3, wherein: 

the first position and the second position are set so as to equalize the optical path 
length (see Ishikawa: column 1, lines 63-65) from the taking lens directly to said image 
sensor when said semitransparent mirror is set at the retracted position, and the optical 
path length from the taking lens through said semitransparent mirror to said image sensor 
when said semitransparent mirror is set at the advanced position. 

The lens and the image sensor are moved together an equal distance from the first 
position to the second position, keeping the optical path length equalized. 

In regard to claim 5, Maruyama, US 6,421,506, in view of Ishikawa, US 
5,946,028, discloses a digital camera according to claim 3, wherein the first position and 
the second position are set so as to equalize the imaging position of an image formed by 
the taking lens directly on said image sensor when said semitransparent mirror is set at 
the retracted position, and the imaging position of an image formed by the taking lens 
through said semitransparent mirror on said image sensor when said semitransparent 
mirror is set at the advanced position (see column 5, lines 45-52: A computer can adjust 
the lens and image sensor independently in order to equalize the imaging position making 
them optically equivalent. ). 

In regard to claim 6, Maruyama, US 6,421,506, discloses a digital camera 
according to claim 1. The Maruyama, US 6,421,506, does not disclose: 
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a driver for moving the taking lens between a first position and a second 
position in a direction along the optical path, the first position and the second 
position are set so as to equalize the optical path length from the first position 
directly to said image sensor when said semitransparent mirror is set at the 
retracted position, and the optical path length from the second position through 
said semitransparent mirror to said image sensor when said semitransparent 
mirror is set at the advanced position, 

Ishikawa, US 5,946,028, discloses a digital camera with an image sensor and lens 
that can be moved by motors (see column 5, lines 46-52) together or independently from 
an out-of-focus position to an in-focus position. The examiner reads the Ishikawa, US 
5,946,028, as implying that when the quick return mirror is in the raised position for 
image capture mode, the lens is at the first position. When the quick return mirror is 
lowered into the optical path, the lens is moved to a second position to adjust the focus 
for the next image capture (see column 3 line 61 to column 4, line 9). A computer can 
adjust the lens and image sensor independently in order to equalize the imaging position 
making them optically equivalent (see column 5, lines 45-52). 

In would have been obvious to a person skilled in the art, at the time of invention 
to modify Maruyama, US 6,421,506, in view of Ishikawa, US 5,946,028, to have: 

a driver for moving the taking lens between a first position and a second 
position in a direction along the optical path, the first position and the second 
position are set so as to equalize the optical path length from the first position 
directly to said image sensor when said semitransparent mirror is set at the 
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retracted position, and the optical path length from the second position through 

said semitransparent mirror to said image sensor when said semitransparent 

mirror is set at the advanced position, 

in order to move the elements into an in- focus position as taught by 

Ishikawa (see column 3, line 61 to column 4, line 2). 
8. Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over Maruyama, 
US 6,421,506, in view of Togino, US 6,128,144. 

In regard to claim 7, Maruyama, US 6,421,506, discloses a digital camera 
according to claim 1, wherein; 

said digital camera is controllable under a first photographic mode wherein said 
semitransparent mirror is set at the advanced position until recording is instructed (see 
column 12, lines 49-5 1), and set at the retracted position when recording has been 
instructed (see column 12, lines 63-64), and returns to the advanced position again when 
said image sensor completes the sensing of the image (see column 12, 49-51). 

The Maruyama reference does not disclose a second photographic mode wherein 
said semitransparent mirror is set at the advanced position regardless of whether or not 
the recording is instructed. 

Togino, US 6,128,144, discloses a single reflex camera with a photographic mode 
wherein the semitransparent mirror is set at the advanced position when recording (see 
figure 60 and column 53, 25-40). 

It would have been obvious to a person skilled in the art at the time of invention 
to modify Maruyama, US 6,421,506, in view of Togino, US 6,128,144, to have a second 
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photographic mode wherein said semitransparent mirror is set at the advanced position 
regardless of whether or not the recording is instructed in order to print data (e.g. date) on 
the film as taught by Togino (see column 53, lines 31-35). 

9. Claim 9 is rejected under 35 U.S.C 103(a) as being unpatentable over Maruyama, 

US 6,421,506, in view of Aoki et al., US 4,553,170. 

In regard to claim 9, Maruyama, US 6,421,506, discloses a digital camera 
according to claim 8, wherein: 

said digital camera is controllable under a first photographic mode wherein said 
semitransparent mirror is set at the advanced position until recording is instructed, and set 
at the retracted position when recording has been instructed (see column 19, lines 60-64). 
The Maruyama reference does not disclose a second photographic mode wherein said 
semitransparent mirror is set at the retracted position regardless of whether or not the 
recording is instructed. 

Aoki et al., US 4,553,170, discloses a camera with a photographic mode wherein 
said semitransparent mirror is set at the retracted position regardless of whether or not the 
recording is instructed (see column 4, lines 1-12). 

It would have been obvious to a person skilled in the art, at the time of invention, 
to modify Maruyama, US 6,421,506, in view of Aoki et al, US 4,553,170, to have second 
photographic mode wherein said semitransparent mirror is set at the retracted position 
regardless of whether or not the recording is instructed in order to photograph 
continuously as taught by Aoki (see column 4, lines 1-2). 
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10, Claim 12 is rejected under 35 U.S.C. 103(a) as being unpatentable over Ishikawa, 
US 5,946,028 in view of Osawa et al., US 6,327,085. 

In regard to claim 12, Ishikawa, US 5,946,028, discloses a digital camera 
according to claim 11. The Ishikawa reference does not disclose the limitation wherein 
said optical element is at least one of semitransparent mirror, infrared cutting filter, 
spatial modulation element and ND filter. 

Osawa et al., US 6,327,085, discloses a camera with a semitransparent quick 
return mirror used to direct the image to the viewfinder and let the light pass through the 
mirror (see figure 3, element 12 and column 12, lines 46-47). It would have obvious to a 
person skilled in the art at the time of invention to modify Ishikawa, US 5,946,028, in 
view of Osawa et al, US 6,327,085, to have a semitransparent quick-return mirror in 
order to view the image through the viewfinder and allow the image to pass through the 
mirror to reach other parts of the camera as taught by Ishikawa. 

11. Claim 14 is rejected under 35 U.S.C 103(a) as being unpatentable over Ishikawa, 
US 5,946,028 in view of Aoki, US 5,920,347. 

In regard to claim 14, a digital camera according to claim 10. The Ishikawa 
reference does not disclose wherein said optical element is moved between the advanced 
position and the retracted position by a movement other than rotation. 

Aoki, US 5,920,347, discloses a camera with a mirror-moving unit (22m) that is 
raised and lower by a movement other than rotation (see figures 5 and 6). 

It would have been obvious to a skilled in the art, at the time of invention, to 
modify Ishikawa, US 5,946,028, in view of Aoki, US 5,920,347, to have the optical 



Application/Control Number: 09/669, 118 Page 1 6 

Art Unit: 2615 

element moved between the advanced position and the retracted position by a movement 
other than rotation in order to move the mirror out of the optical path while requiring less 
space to do so as taught by Aoki (see column 7, lines 44-47). 

Examiner's Response: 

The applicants contend the prior art does not disclose all the limitations because it does not 
disclose a first photographic mode as claimed in claims 10-17, 

Re Claims 10-17) In regard to claim 1, the examiner reads the monitoring or normal mode (see 
column 3, lines 15-40) as the first photographing mode. Ishikawa indicates that photographing is 
not required in this mode, though it is inherent that photographing can be performed in this mode 
because the image is split between the image sensor and the viewfinder by the semitransparent 
mirror. 

In response to applicant's argument that the Ishikawa reference does not disclose the first 
photographing mode is "for photography", a recitation of the intended use of the claimed 
invention must result in a structural difference between the claimed invention and the prior art in 
order to patentably distinguish the claimed invention from the prior art. If the prior art structure 
is capable of performing the intended use, then it meets the claim. In a claim drawn to a process 
of making, the intended use must result in a manipulative difference as compared to the prior art. 
See In re Casey, 152 USPQ 235 (CCPA 1967) and In re Otto, 136 USPQ 458, 459 (CCPA 
1963). Therefore, the Ishikawa reference discloses all the limitations of claim 1, making the 
combinations with the other references in the rejections the dependent claims 11, 13, and 15-17 
proper. 
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Conclusion 

12. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1 . 1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Gevell Selby whose telephone number is 703-305-8623. The 
examiner can normally be reached on 8:00 A.M. - 5:30 PM (every other Friday off). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Andrew Christensen can be reached on 703-308-9644. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



gvs 
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